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1. The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 



2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



3. Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

A) With respect to claim 1 : 

1) The examiner notes that the "to be presented by switching..." recitation set 
forth in lines 3-4 of claim 1 is indefinite because it defines how the video signal 
might be, or is intended to be, displayed rather that defining the format/content of 
the video itself. 

The examiner notes that a "video" signal is, by definition, a signal that represents 
a sequence of still picture fames occurring at a predetermined picture rate such 
that, when the picture frames of the video signal are successively displayed on a 
display device, they are integrated by the eye of a viewer to provide the viewer 
with the impression of motion. 

As note above, lines 3-5 of claim 1 recite a "first primary video" that is: 

"to be presented by switching a plurality of pictures one after another at a 
first vertical scanning frequency". 

To the extent that it is understood, this recitation is confusing and appears to be 
misdescriptive. Specifically, when read in light of the instant disclosure, the 
recitation simply appears to refer to nothing more than the fact that the recited 
"first video" comprises "a first picture rate"; i.e., the pictures of the first video 
never actually appear to be "switched" one after another as is currently 
suggested by the claim. Rather, when displayed by the display device, the 
pictures of the video are successively presented, one after another, in 
conventional video signal display fashion to impart the impression of motion 
when integrated by the eye of the viewer. 

Appropriate clarification of the above is needed. Here, it is suggested that the 
recitation "to be presented by switching a plurality of pictures one after another at 
a first vertical scanning frequency" be changed to read -having a first picture 
rate-. 
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2) The examiner notes that similar clarification is needed for the recitation "to be 
presented by switching the pictures at a second vertical scanning frequency, 
which is different from the first vertical scanning frequency" set forth in lines 10- 
13 of claim 1 . Here, it is suggested that the recitation be change to read, - 
having a second picture rate that is different from the first picture rate." 



B) With respect to claim 1 1 : 

1) Lines 3-5 of claim 1 1 require similar clarifications as exemplified above with 
respect to lines 3-5 of claim 1 . 

2) Lines 9-1 1 of claim 1 1 require similar clarifications as exemplified above with 
respect to lines 1 0-1 3 of claim 1 . 



4. 35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 
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5. Claims 11-20 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

A) In order to be eligible under Section 101, a "process'Vmethod claim, i.e., a claim that 
recites a series of steps or actions, must: 

1) Be "tied" to another statutory category, such as a particular apparatus, 
or 

2) "Transform" an article or material to a different state or thing. 

For example, as recently underscored by the circuit court, with reference to past 
Supreme Court decisions: 

"[t]he Supreme Court has recognized only two instances in which such a method 
may qualify as a section 101 process: when the process 'either HI was tied to a 
particular apparatus or \2\ operated to change materials to a 'different state or 
thing. "" See PTO Supp. Br. 4 (quoting Flook, 437 U.S. at 588n.9). In Diehr, the 
Supreme Court confirmed that a process reciting an algorithm could be statutory 
subject matter if it: (1) is tied to a machine or (2) creates or involves a composition 
of matter or manufacture. — 450 U.S. at 184." (emphasis added) 

In re Comiskey, 84 USPQ2d 1670, 1678. (Fed. Cir. 2007) 

Instant method claims 1 1-20 are directed to non-statutory subject matter 
because, as recited, the claims: 

1 . Are not tied to another statutory class (such as a particular apparatus), 
and 



2. Do not transform underlying subject matter (such as an article or 
materials) to a different state or thing. 
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6. The showing of the prior art of "Lin" and "Matsuda" : 
A) U.S. Patent #7,042,511 to Lin : 

Lin is cited as evidencing: 

a) That those of ordinary skill in the art had recognized the 
need/desire to display the video information provided from DVD 
players on different display devices of different display formats; 
i.e., wherein the video information played from the DVD was 
known to have comprised a main picture component and a sub- 
picture component: 

[Note: lines 56-64 of column 1; lines 11-22 of column 2; and lines 34-37 of 
column 2]; 

b) That, to provide such a multi-display device capability, it was 
known and conventional to have provided video information 
processing circuitry in the DVD players (e.g., @ Figure 1), wherein 
the video processing circuitry included: 

1 ) First circuitry (@ 1 0 of Figure 1 ) for converting the video 
signal format of the reproduced main picture component 
into the video signal display format of the display device 
being used; 

2) Second circuitry (@ 20 of Figure 1 ) for converting the 
video signal format of the reproduced sub-picture 
component into said same video signal display format of 
the display device being used; and 

3) Third circuitry (@ 1 90 of Figure 1 ) for mixing the 
converted main and sub-picture components into a 
synthesized image signal for display on the display device 
in the desired format. 

[Note: lines 34-67 of column 2; and 129-33 of column 4] 

It is noted that in Lin format conversion is explicitly described in terms of 
image scaling, e.g., changes in aspect ratio and/or the size of the images, 
not picture frequency [note lines 24-28 of column 11]. Nonetheless, as was 
notoriously well known in the art, Lin explicitly states the need to covert 
both the main and sub-picture components into the common display 
format prior to mixing in order to avoid distortion and/or degradations in 
display quality [note lines 43-49 of column 2]. 



Application/Control Number: 10/519,783 
Art Unit: 2621 



Page 6 



B) Japanese Patent Document #2000-92458 to Matsuda (machine generated 
translation provided): 

Matsuda has been cited because, like Lin discussed above, it also 
describes playback circuitry for a DVD player which operates to convert 
the format of the produced video information into the display format of the 
display device attached thereto; i.e., wherein, as in the case of Lin 
discussed above, the video information comprised a main video signal 
component and a secondary subtitle image component. 

As shown in figure 8, the DVD playback circuitry described in Matsuda 
comprised: 

1) Circuitry (not shown in the Figure) for retrieving the video 
information from a DVD recording medium (@ 1) wherein the 
video information represents video/movie picture information 
recorded at a frame rate of 24 frames per second; 

2) Processing circuitry (@ 3 and 33) for receiving the video 
information retrieved from the DVD (@ 1 ) and for: 

a) Converting (@ 3) the main video signal component into 
a standard interlace video signal of 60 interlaced fields per 
second (i.e., "60i"); 

b) Converting (@ 33) the secondary subtitle image 
component into a standard interlace video signal of 60 
interlaced fields per second (i.e., "60i"); 

3) First converting circuitry (@ 19) for converting the standard 
interlaced video signal representing the main video signal into a 
progressively scanned video signal of video signal of 60 frames 
per second ("60P") as required by the display device attached 
thereto (not shown in the figure); 

4) Second converting circuitry (@ 35) for converting the standard 
interlaced video signal representing the secondary subtitle image 
signal into a progressively scanned secondary image signal of 60 
frames per second ("60P") as required by the display device 
attached thereto (not shown in the figure); and 

5) Mixing circuitry (@ 37) for mixing the converted main and sub- 
picture component signals into a synthesized image signal for 
display on the display device in the desired format. 

[Note: paragraphs0005-0008 and 0039-0054 of the machine generated translation] 



Application/Control Number: 10/519,783 
Art Unit: 2621 



Page 7 



7. Other "prior art'Vreferences : 

A) U.S. Patent #6,532,041 to Monta et al : 

Monta et al. has been cited for its illustration of conventional teletext 
receiving and display circuitry (note figure 1). 

B) U.S. Patent #5,438,370 to Primiano et al. : 

Primiano et al. has been cited for its illustration of a multi-standard 
receiver (note figure 7). 



8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter 
of the various claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant is advised of 
the obligation under 37 CFR 1.56 to point out the inventor and invention dates of 
each claim that was not commonly owned at the time a later invention was made 
in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and 
potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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9. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #7,042,511 to Lin in view of Japanese Patent Document #2000-92458 to 
Matsuda. 

A) Given the section 1 12 issues set forth above in paragraph 3 of this Office action, 
claim 1 has been construed to mean: 
A data processor comprising: 

1) A receiving section that receives a data stream including 

a) data representing first primary video having a first picture rate 
and 

b) data representing first auxiliary video to be presented 
synchronously with the first primary video; and 

2) A converting section for converting the data representing the first primary 
video and the first auxiliary video into data representing synthetic video having a 
second picture rate that is different from the first picture rate, 



wherein the data stream includes timing information defining respective times to 
present the first primary video and the first auxiliary video, 

and 

wherein the converting section associates second auxiliary video, having the 
same contents as the first auxiliary video on a picture of the first primary video, 
with a picture of second primary video, having the same contents as the 
counterpart of the first primary video, thereby generating synthetic video 
composed of the second primary video and the second auxiliary video. 



B) The showing Lin (note part "A" in paragraph 6 of this Office action): 

As is shown in Figure 1, Lin describes conventional playback circuitry that was 
used in a conventional DVD player, wherein the conventional DVD player (not 
shown in the figures) necessarily comprised: 

1 ) A "receiving section" (not shown in the Figures) for receiving the data 
stream that is necessarily read from the DVD medium and for separating 
therefrom: 

a) The "first video" data ("VD" of Figure 1 ) that is provided to the 
input of the video data scaling unit (@ 10 of Figure 1), wherein 
such video data represents, by definition, a plurality of picture 
frames occurring at a first predetermined frame rate, and 



b) The "auxiliary video" data ("SB" of Figure 1 ) that is provided to 
the sub-picture scaling unit (@ 20 of Figure 1) wherein the sub- 
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picture data represents a sequence of video pictures, e.g., such 
as subtitles (e.g. note lines 64-67 of column 1 and lines 1-5 of 
column 2), which are to be presented synchronously with the 
pictures of the first video data; and 



2) A "converting section" (i.e., @ Figure 1 ) for: 

a) Converting (@ 10 of Figure 1) the data representing the first 
primary video data (@ "VD" of Figure 1) and the data 
representing the first auxiliary video (@ "SB" of Figure 1) into data 
(@ "VS" of Figure 1) representing a synthetic (i.e., "mixed") video 
having format converted pictures occurring at a second 
predetermined frame rate, 



wherein the data stream read/provided by the DVD inherently comprises 
time stamp information defining respective time to present the first 
primary ("VD") and the first auxiliary ("SB") video [i.e., such time stamp 
information was dictated/required via the DVD recording specification]; 
and 

wherein the input to the video inputs (@ VD and SB of Figure 1) 
represent the same content as the respective video components of the 
synthesized signal (@ "VS" of Figure 1); i.e., the content is the same 
however the format of the content has been changed (e.g., as described, 
the aspect ratio of the video content has been changed/scaled). 

B) Differences: 

Claim 1 differs from the showing of Lin in that claim 1 requires the second 
predetermined picture/frame rate to be different from the first predetermined 
picture/frame rate. Given that the format conversion that is described with 
respect to elements 10 and 20 in Figure 1 of Lin is described as pertaining to 
image scaling (e.g., aspect ratio conversion), the picture/frame rate is not 
necessarily change; i.e., the second frame rate may be the same as the first. 

C) Obviousness: 

Matsuda evidences that it was known for the data stream on DVDs to have 
represented video signals having a frame rate of 24 pictures/frames per second 
and for the DVD player to have comprised conversion circuitry for converting the 
reproduced data into a video signal having a frame rate of 30 frames per second 
(i.e., 60 interlaced filed per second). The invention described in Matsuda 
pertains to the additional of additional conversion circuitry for converting the 
produced interlaced video signal (@ "60i") into a progressively scanned video 
signal having a frame rate of 60 frames per second (@ "60p"). When the 
reproduced video data includes auxiliary video (e.g., subtitles) Matsuda , like Lin 
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above, teaches the provision of respective format converters (e.g., @ 19 and 35 
of Figure 8) for converting the format (i.e., frame rates) of the respective video 
signals prior to synthesis [i.e., mixing (@ 37)]. 

Given the showing of Matsuda, it is maintained that it would have been obvious 
to have modified the format converting circuits (@ 10 and 20) shown in Figure 1 
of Lin to provide frame rate conversion too thereby advantageously permitting the 
player to be used with a wider range of display devices. 



10. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #7,042,511 to Lin in view of Japanese Patent Document #2000-92458 to 
Matsuda for the same reasons that were set forth above for claim 1 . 



1 1 . Claims 2-1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
US Patent #7,042,51 1 to Lin in view of Japanese Patent Document #2000-92458 to 
Matsuda for the same reasons that were set forth above for claim 1. Additionally: 

A) With respect to claim 2 : 

As noted above, the sub-picture data in Lin represent subtitles which, by 
definition, comprise text data (i.e., respective sets of "letters'Vcharacters). 

B) With respect to claim 3 : 

The examiner takes Official Notice that, in accordance with the DVD 
specification, the sub-pictures are superposed onto the pictures of the 
main video in accordance with time stamps found in each stream. The 
examiner maintains that system/disclosure of Lin is clearly based on the 
DVD specification and, as such, obviously (if not inherently) utilized such 
time stamps to perform the required synchronization of the subtitles/sub- 
pictures to the main video. 

C) With respect to claim 4 : 

The scaling described in Lin constitutes changes in picture resolution. 

D) With respect to claim 5 : 

The frame rate conversion described Matsuda was performed for the 
purpose of converting the 24 FPS movie data recorded on the DVD discs 
into the conventional 30 frame per second rate of standard video signals 
displays (e.g., the NTSC standard). 

It would have been obvious to one of ordinary skill in the art to have 
provided conversion at frame rates for other international standards, e.g., 
such as PAL, thereby advantageously allowing the player to be used with 
a wider range of display devices. 
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E) With respect to claim 6 : 

The frame rate conversion described Matsuda was performed for the 
purpose of converting the 24 FPS movie data recorded on the DVD discs 
into the conventional 30 frame per second rate of standard video signals 
displays (e.g., the NTSC standard). 

It would have been obvious to one of ordinary skill in the art to have 
provided conversion at frame rates for other international standards, e.g., 
such as PAL, thereby advantageously allowing the player to be used with 
a wider range of display devices. 

The examiner maintains that the conversion from the 24 FPS rate to the 
30 FPS rate dictates a standard telecine frame to field conversion in 
which fields in alternative sets of frames are repeated [See Figure 11 of 
figure 11 of Matsuda] 

F) With respect to claim 7 : 

The examiner takes Official Notice that it was notoriously well known in 
the DVD art for recorded programming to have included use/copy 
prevention codes/circuitry to selectively permit/authorize the playback of 
the content recorded thereon. In the modified system of Lin. Such a 
conventional feature would have had the effect of permitting (or not 
permitting) format conversion; e.g., such conversion is permitted when 
the playback device is authorized to play the content. 

G) With respect to claim 8 : 

The format of the recorded data in the modified system of Lin implicitly 
dictates the conversion that must be performed. Alternatively, the 
examiner takes Official Notice that it was notoriously well known in the 
standards conversion art to have tagged the video signals to be 
converted with standard identifying information to simplify the converting 
circuit; i.e., to eliminate the need to detect things such as frame rate, line 
rate, field rate, and ratios thereof. It would have been obvious to one of 
ordinary skill in the art to have tagged the recorded video signal in the 
modified system of Lin for like simplification of the conversion circuitry. 
In either case, the information must be "input" to the system. 

H) With respect to claim 9 : 

The format of the recorded data in the modified system of Lin implicitly 
dictates the conversion that must be performed. Alternatively, the 
examiner takes Official Notice that it was notoriously well known in the 
standards conversion art to have tagged the video signals to be 
converted with standard identifying information to simplify the converting 
circuit; i.e., to eliminate the need to detect things such as frame rate, line 
rate, field rate, and ratios thereof. It would have been obvious to one of 
ordinary skill in the art to have tagged the recorded video signal in the 
modified system of Lin for like simplification of the conversion circuitry. 
In either case, the information must be "input" to the system. 
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I) With respect to claim 10 : 

1) The format of the recorded data in the modified system of Lin implicitly 
dictates the conversion that must be performed. Alternatively, the 
examiner takes Official Notice that it was notoriously well known in the 
standards conversion art to have tagged the video signals to be 
converted with standard identifying information to simplify the converting 
circuit; i.e., to eliminate the need to detect things such as frame rate, line 
rate, field rate, and ratios thereof. It would have been obvious to one of 
ordinary skill in the art to have tagged the recorded video signal in the 
modified system of Lin for like simplification of the conversion circuitry. 

In either case, the information must be "input" to the system; and 

2) The frame rate conversion described Matsuda was performed for the 
purpose of converting the 24 FPS movie data recorded on the DVD discs 
into the conventional 30 frame per second rate of standard video signals 
displays (e.g., the NTSC standard). 

It would have been obvious to one of ordinary skill in the art to have 
provided conversion at frame rates for other international standards, e.g., 
such as PAL, thereby advantageously allowing the player to be used with 
a wider range of display devices. 

The examiner maintains that the conversion from the 24 FPS rate to the 
30 FPS rate dictates a standard telecine frame to field conversion in 
which fields in alternative sets of frames are repeated [See Figure 1 1 of 
figure 11 of Matsuda] 



12. Claims 12-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent #7,042,511 to Lin in view of Japanese Patent Document #2000- 
92458 to Matsuda for the same reasons that were set forth above for claim 1 1 . 
Additionally: 

A) With respect to claim 12 : 

As noted above, the sub-picture data in Lin represent subtitles which, by 
definition, comprise text data (i.e., respective sets of "letters'Vcharacters). 

B) With respect to claim 13 : 

The examiner takes Official Notice that, in accordance with the DVD 
specification, the sub-pictures are superposed onto the pictures of the 
main video in accordance with time stamps found in each stream. The 
examiner maintains that system/disclosure of Lin is clearly based on the 
DVD specification and, as such, obviously (if not inherently) utilized such 
time stamps to perform the required synchronization of the subtitles/sub- 
pictures to the main video. 



C) With respect to claim 14 : 

The scaling described in Lin constitutes changes in picture resolution. 
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D) With respect to claim 15 : 

The frame rate conversion described Matsuda was performed for the 
purpose of converting the 24 FPS movie data recorded on the DVD discs 
into the conventional 30 frame per second rate of standard video signals 
displays (e.g., the NTSC standard). 

It would have been obvious to one of ordinary skill in the art to have 
provided conversion at frame rates for other international standards, e.g., 
such as PAL, thereby advantageously allowing the player to be used with 
a wider range of display devices. 

E) With respect to claim 16 : 

The frame rate conversion described Matsuda was performed for the 
purpose of converting the 24 FPS movie data recorded on the DVD discs 
into the conventional 30 frame per second rate of standard video signals 
displays (e.g., the NTSC standard). 

It would have been obvious to one of ordinary skill in the art to have 
provided conversion at frame rates for other international standards, e.g., 
such as PAL, thereby advantageously allowing the player to be used with 
a wider range of display devices. 

The examiner maintains that the conversion from the 24 FPS rate to the 
30 FPS rate dictates a standard telecine frame to field conversion in 
which fields in alternative sets of frames are repeated [See Figure 1 1 of 
figure 11 of Matsuda] 

F) With respect to claim 17 : 

The examiner takes Official Notice that it was notoriously well known in 
the DVD art for recorded programming to have included use/copy 
prevention codes/circuitry to selectively permit/authorize the playback of 
the content recorded thereon. In the modified system of Lin. Such a 
conventional feature would have had the effect of permitting (or not 
permitting) format conversion; e.g., such conversion is permitted when 
the playback device is authorized to play the content. 

G) With respect to claim 18 : 

The format of the recorded data in the modified system of Lin implicitly 
dictates the conversion that must be performed. Alternatively, the 
examiner takes Official Notice that it was notoriously well known in the 
standards conversion art to have tagged the video signals to be 
converted with standard identifying information to simplify the converting 
circuit; i.e., to eliminate the need to detect things such as frame rate, line 
rate, field rate, and ratios thereof. It would have been obvious to one of 
ordinary skill in the art to have tagged the recorded video signal in the 
modified system of Lin for like simplification of the conversion circuitry. 
In either case, the information must be "input" to the system. 
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H) With respect to claim 19 : 

The format of the recorded data in the modified system of Lin implicitly 
dictates the conversion that must be performed. Alternatively, the 
examiner takes Official Notice that it was notoriously well known in the 
standards conversion art to have tagged the video signals to be 
converted with standard identifying information to simplify the converting 
circuit; i.e., to eliminate the need to detect things such as frame rate, line 
rate, field rate, and ratios thereof. It would have been obvious to one of 
ordinary skill in the art to have tagged the recorded video signal in the 
modified system of Lin for like simplification of the conversion circuitry. 
In either case, the information must be "input" to the system. 

I) With respect to claim 20 : 

1) The format of the recorded data in the modified system of Lin implicitly 
dictates the conversion that must be performed. Alternatively, the 
examiner takes Official Notice that it was notoriously well known in the 
standards conversion art to have tagged the video signals to be 
converted with standard identifying information to simplify the converting 
circuit; i.e., to eliminate the need to detect things such as frame rate, line 
rate, field rate, and ratios thereof. It would have been obvious to one of 
ordinary skill in the art to have tagged the recorded video signal in the 
modified system of Lin for like simplification of the conversion circuitry. 

In either case, the information must be "input" to the system; and 

2) The frame rate conversion described Matsuda was performed for the 
purpose of converting the 24 FPS movie data recorded on the DVD discs 
into the conventional 30 frame per second rate of standard video signals 
displays (e.g., the NTSC standard). 

It would have been obvious to one of ordinary skill in the art to have 
provided conversion at frame rates for other international standards, e.g., 
such as PAL, thereby advantageously allowing the player to be used with 
a wider range of display devices. 

The examiner maintains that the conversion from the 24 FPS rate to the 
30 FPS rate dictates a standard telecine frame to field conversion in 
which fields in alternative sets of frames are repeated [See Figure 11 of 
figure 11 of Matsuda] 
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13. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to DAVID E. HARVEY whose telephone number is (571) 272-7345. The 
examiner can normally be reached on M-F from 6:00AM to 3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ms. Marsh D. Harold-Banks, can be reached on (571) 272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/DAVID E HARVEY/ 

Primary Examiner, Art Unit 2621 
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